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DETAILED ACTION 
Status of Claims 

1 . This action is in reply to the Request for Continued Examination filed on 
November 28, 2008. 

2. Claims 1-53 are currently pending and have been examined. 

Claim Rejections - 35 USC §101 

3. 35 U.S.C. §101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, 
or composition of matter, or any new and useful improvement thereof, may obtain a 
patent therefor, subject to the conditions and requirements of this title. 

4. Claims 1 , 43 are rejected under 35 U.S.C. §1 01 because the claimed invention is 
directed to non-statutory subject matter. 

Based on Supreme Court precedent and recent Federal Circuit decisions, § 101 
process must (1) be tied to another statutory class (such as a particular apparatus) 
or (2) transform underlying subject matter (such as an article or materials) to a 
different state or thing. If neither of these requirements is met by the claim(s), the 
method is not a patent eligible process under 35 U.S.C. § 101 . 

In this particular case, claims 1 , 43 and their dependent claims 2-1 8, 35-42 lack 
sufficient technology. (Diamond v. Diehr, 450 U.S. 1 75, 1 84 (1 981 ); Parker v. 
Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); 
Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)). 



Application/Control Number: 10/815,482 Page 3 

Art Unit: 3621 

Claims 2-18, 35-42 are also rejected as each depends from either claims 1 or 
43. Claim 1 for instance does not recite who is establishing, who determines, who 
transfers, etc. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-53 are rejected under U.S.C. 103(a) as being unpatentable over 
Walker, U.S. Patent Application No. 2002/0193162 in view of Schneier, U.S. Patent No. 
5,970,143, in view of Bountour, US Patent Application 20020069265. 

Claims 1,19, 34, 43: 

Walker, as shown, discloses the following limitations: 

• establishing a tournament (tournament) having a plurality of rounds 
(rounds), each round enabling the user to play a game provided by 
a game server (central controller 102) on the user's communication 
device (personal computer) through the tournament scheme of play 
(see at least paragraph 5, 25, 96); 
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• the game server (central controller 1 02) being in communication 
with the communication devices (personal computers) within the 
network, the game server having a database (tournament 
database) for recording each game played by the user and a user 
identification (user ID) identifying the user (see at least paragraph 
20) 

• the user progressing to a next round (round) upon exceeding a 
threshold score (threshold) established for the round (see at least 
paragraphs 44, 98, 99, 175); 

Walker discloses the limitations as shown. Walker does not directly 
disclose the following, but Schneier does: 

• determining a fee (fee) to the user for playing each game in the 
tournament, the fee associated with playing a single game within 
the tournament (pay-per-game) (col. 6, lines 4-7, col. 33, lines 12- 
25) 

It would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify Walker to include the per game fee 
of Schneier since this allows for determining royalties to be paid on 
a per game basis. . 
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Walker discloses the limitations as shown. Walker does not directly 
disclose the following, but Bountour does: 

• sending the determined fee (revenue shared) from the game server 
(game provider) to the network provider (advertiser) (paragraph 5); 

• transferring a portion of the revenue (revenue shared) collected by 
the network provider (advertiser) to the game provider (game 
provider) based upon playing each game (paragraph 5); 

It would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify Walker to include the per game fee 
of Bountour since this allows for revenue sharing with the game 
provider. 



Claims 2-8, 22-25, 35-38, 46-49: 

Walker, as shown, discloses the following limitations: 

• threshold (see at least paragraphs 44, 98, 99, 175); 

• next round (see at least paragraphs 44, 98, 99). 



Claims 9, 10, 20, 21, 39, 44, 45: 

Walker, as shown, discloses the following limitations: 

• fee per game (see at least paragraphs 86, 1 04, 1 06, 1 1 3); 

• elapsed time (see at least paragraph 20). 
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Claims 16, 30, 40, 50: 

Walker, as shown, discloses the following limitations: 
• communication protocol (see at least paragraph 36). 



Claims 32, 52: 

Walker, as shown, discloses the following limitations: 

• advertising fees charged (see at least paragraph 5). 
Claims 18, 31,42, 51: 

Walker, as shown, discloses the following limitations: 

• points acknowledging ad (see at least paragraphs 112,1 85). 

Claims 17, 33, 41,53: 

Walker, as shown, discloses the following limitations: 

• winner and prize (see at least paragraphs 49, 176). 

Claims 11, 12, 13, 26, 27: 

Walker, as shown, discloses the following limitations: 

• biling user (see at least paragraphs 49, 1 76); 

• user id (see at least paragraph 20). 
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Claims 14, 15, 28, 29: 

Walker, as shown, discloses the following limitations: 
• wireless and ISP (see at least paragraphs 25). 

Response to Arguments 

7. Applicant's arguments filed November 28, 2008 have been fully considered but 
are not persuasive. In response to applicant's argument that the references fail to show 
certain features of applicant's invention, it is noted that the features upon which 
applicant relies (i.e., "the fee associated with playing a single game") are not recited in 
the rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). Applicant argues concerning claim 5, 
that Walker does not teach a player advancing upon reaching a threshold.. The 
Examiner respectfully points to paragraph 44 of Walker, where a player advances 
based on score (threshold). Applicant's further arguments are moot in light of the new 
grounds of rejection 
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Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas West whose telephone number is 571-270- 
1236. The examiner can normally be reached on Tuesday and Wednesday 7:30am - 
5pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on 571-272-6779. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Thomas West 
Patent Examiner 
Art Unit 3621 
February 3, 2009 

/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



